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DETAILED ACTION 

Response to Amendment 

1 . This office action is in response to Amendment filed on 05/21/2008. 

2. Independent claims 1, 5 and 12 have been amended. 

3. Claims 17 - 22 have been added. 

4. Claims 1-22 are presented for examination. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

6. Claims 1, 2, 4, 5, 6, 7, 8, 12, 13, 14 and 15 are rejected under 35 
U.S.C. 102(b) as being anticipated by Kobayashi et al. (US 6,600,473). 

Regarding claims 1, 2, 5, 6 and 7, Kobayashi, figures 1 - 26, discloses an 
electrical bistable device (the photoconductive switching is connected electrically 
to and/or combined with a functional element such as a display element showing 
a memory characteristic, a bistable liquid crystal display element, emphasis 
added by examiner) in a memory device and a method of making the device 
comprising: 

An electrically conductive mixed layer (12) comprising a first side and a 
second side (not labeled), the mixed layer comprising a low conductivity material 
and a sufficient amount of a high conductivity material, formed of material 
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selected from a group consicting of metals, metal oxides, conducting polymers 
and organic conductors, wherein the mixed layer is electrically conductive 
(column 6, lines 40 - 67; column 8, lines 18 - 29); 

A first and a second layer (10), (14) of low conductivity material, formed of 
material selected from a group consicting of orgainic semiconductor and organic 
insulators, on each side of the electrically conductive mixed ((12); column 7, lines 
49 - 57), respectively; 

A first and a second electrode 16, 18 (fig. 1) attached on first and second 
side of the low conductivity material 10 and 14, respectively; 

A first interface (not labeled) located on the first side of the mixed layer 
where the first layer of low conductivity material and the mixed layer meet, the 
first interface being electrically convertible between a low resistance state and a 
high resistance state by application of an electrical voltage between the first 
electrode (16) and the mixed layer. It is to be noted that the bistable body of 
Kobayashi's device would including the first interface, the electrically conductive 
mixed layer, the second interface, emphasis added by examiner. 

Regarding claims 12, 13 and 14, Kobayashi, figures 1 - 26, discloses an 
electrical bistable device in a memory device and a method of making the device 
comprising: 

An electrically conductive mixed layer (12) comprising a first side and a 
second side (not labeled), the mixed layer comprising a low conductivity material 
and a sufficient amount of a high conductivity material, formed of material 
selected from a group consicting of metals, metal oxides, conducting polymers 
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and organic conductors, wherein the mixed layer is electrically conductive 
(column 3, lines 24 - 31 , column 6, lines 40 - 67; column 8, lines 18 - 29); 

A first layer (10) of low conductivity material, formed of material selected 
from a group consicting of orgainic semiconductor and organic insulators, on the 
first side of the electrically conductive mixed ((12); column 7, lines 49 - 57), 
having a first electrode side; 

A second layer (14) of low conductivity material, formed of material 
selected from a group consicting of orgainic semiconductor and organic 
insulators, on the first side of the electrically conductive mixed ((12); column 7, 
lines 49 - 57), having a second electrode side. 

A first interface located on the first side of the mixed layer where the first 
layer of low conductivity material and the mixed layer meet, the first inteface 
being electrically convertible between a low resistance state and a high 
resistance state by application of an electrical voltage to the first interface 
(column 8, lines 41+); 

A second interface located on the second side of the mixed layer where 
the secong layer of low conductivity material and the mixed layer meet, the 
second inteface being electrically convertible between a low resistance state and 
a high resistance state by application of an electrical voltage to the second 
interface (column 8, lines 41+); 

A first and a second electrode 16, 18 (fig. 1) attached on first and second 
side of the low conductivity material 10 and 14, respectively; 

A memory input element (column 3, lines 32 - 59) for applying a voltage to 
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said first electrode, said second electrode and/or said electrically conductive 
mixed layer to convert said first interface and/or said second interfaces between 
said low electrical resistance state and said high electrical resistance state; and 

a memory readout element which provides and indication of whether said 
first interface and/or said second interface is in said low electrical resistance 
state or said high electrical resistance state (column 4, lines 3 +). 

Regarding claims 4, 8 and 15, Kobayashi discloses the electrically 
conductive mixed layer is formed by vacuum deposition or sputtering or a spin 
coating process or dipping process (column 8, lines 30 - 33). 

7. Claims 1-22 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Yang etal.(WO 02/37500) 

Regarding claims 1 and 5-11, Yang, figures 1-17, discloses: an 
electrical bistable device in a memory device and a method of making the device 
([0030]) comprising: 

An electrically conductive mixed layer (30) comprising a first side and a 
second side , the mixed layer comprising a low conductivity material and a high 
conductivity material wherein the mixed layer is electrically conductive (([0034]); 
"It is also contemplated within the present invention that the bistable body may 
include multiple layers of high conductivity material located between alternating 
layers of low conductivity material"); 

A first and a second layer (32), (34) of low conductivity material on each 
side of the electrically conductive mixed ((30), [0034]), respectively; 
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A first and a second electrode (36), (42) attached on first and second side 
of the low conductivity material, respectively; 

A first interface (not labeled) located on the first side of the mixed layer 
where the first layer of low conductivity material and the mixed layer meet, the 
first interface being electrically convertible between a low resistance state and a 
high resistance state by application of an electrical voltage between the first 
electrode and the mixed layer (claim 1 ). 

A second interface (not label) located on the second side of the mixed 
layer where the first layer of low conductivity material and the mixed layer meet, 
the second interface being electrically convertible between a low resistance state 
and a high resistance state by application of an electrical voltage between the 
first electrode and the mixed layer (claim 1). 

It is to be noted that the bistable body of Yang's device would including the 
first interface, the electrically conductive mixed layer, the second interface, 
emphasis added by examiner. 

Regarding claim 2, Yang discloses the low conductivity material is 
selected from the group cosisting of organic semiconductor and organic 
insulators (claim 4). 

Regarding claim 3, Yang discloses the high conductivity material is 
selected from the group consisting of metals, metal oxides, conducting polymers 
and organic conductors (claim 5). 

Regarding claim 4, Yang disclosesthe electrically conductive mixed layer 
(bistable body) is formed by condensing vapors of the high conductivity and low 
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conductivity materials together to form the electrically conductive mixed layer 
(bistable body). 

Regarding claims 12 - 16, Yang, figures 1-17, discloses a memory 
device comprising: 

An electrically conductive mixed layer (30) comprising a first side and a 
second side , the mixed layer comprising a low conductivity material and a high 
conductivity material wherein the mixed layer is electrically conductive (([0034]); 
"It is also contemplated within the present invention that the bistable body may 
include multiple layers of high conductivity material located between alternating 
layers of low conductivity material"); 

A first and a second layer (32), (34) of low conductivity material on each 
side of the electrically conductive mixed ((30), [0034]), respectively; 

A first and a second electrode (36), (42) attached on first and second side 
of the low conductivity material, respectively; 

A first interface (not labeled) located on the first side of the mixed layer 
where the first layer of low conductivity material and the mixed layer meet, the 
first interface being electrically convertible between a low resistance state and a 
high resistance state by application of an electrical voltage between the first 
electrode and the mixed layer (claim 15). 

A second interface located (not label)on the second side of the mixed 
layer where the first layer of low conductivity material and the mixed layer meet, 
the second interface being electrically convertible between a low resistance state 
and a high resistance state by application of an electrical voltage between the 
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first electrode and the mixed layer (claim 15). 

A memory readout element which provides an indication of whether the 
first interface and/or the second interface (body of the bistable including the first 
interface, the electrically mixed layer, and the second interface, emphasis added 
by the examiner) is in the low electrical resistance state or the high electrical 
resistance (claim 15) 

Regarding claim 13, Yang discloses the low conductivity material is 
selected from the group cosisting of organic semiconductor and organic 
insulators (claim 4). 

Regarding claim 14, Yang discloses the high conductivity material is 
selected from the group consisting of metals, metal oxides, conducting polymers 
and organic conductors (claim 5). 

Regarding claim 15, Yang discloses the electrically conductive mixed layer 
(bistable body) is formed by condensing vapors of the high conductivity and low 
conductivity materials together to form the electrically conductive mixed layer 
(bistable body). 

Regarding claim 16, Yang discloses the step of applying a sufficient 
electrical voltage across said first and second electrodes of said memory device 
to convert said bistable body between 

said high resistance state and said low resistance state (claim 27). It is to be 
noted that limitations " method of operating a memory device..." are functional 
and/or operating languages and the claimed invention is an apparatus 
(device) and making an apparatus (device). The apparatus and method of 
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making must be distinguished from the prior art in term of structure and making 
rather than function. See part of MPEP § 21 14 [R-1] that states: While features 
of an apparatus may be recited either structurally or functionally, claims directed 
to an apparatus must be distinguished from the prior art in terms of structure 
rather than function. In re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 
1429,1431-32 (Fed. Cir. 1997) (The absence of a disclosure in a prior art 
reference relating to function did not defeat the Board's finding of anticipation of 
claimed apparatus because the limitations at issue were found to be inherent in 
the prior art reference); see also In re Swinehart, 439 F.2d 210, 212-13, 169 
USPQ 226, 228-29 (CCPA 1971); In re Danly, 263 F.2d 844, 847, 120 USPQ 
528, 531 (CCPA 1959). "[Apparatus claims cover what a device is, not what a 
device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 
1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990) (emphasis in original). 

Regarding claims 17, 19, 20 and 21, Yang discloses the electrically 
conductive mixed layer is a two-phase system consisting essentially of 
electrically conductive nanoparticles dispersed in said low conductivity material 
([009], [0033])). 

Regarding claims 18 and 22, Yang discloses electrically conductive 
nanoparticles have an average particle size of at least 1 nm and less than 50 nm 
([0041]). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

8. Claims 9- 11 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kobayashi et al. (US 6,600,473) in view of remarks. 

Regarding claims 9-11 and 16, Kobayashi discloses the claimed 
inventions of claim 1 or claim 12, respectively, and a pulse unit for applying a 
negative pulse and positive pulse to provide voltage of the electrode on the 
display element side being higher than that of the electrode of the 
photoconductive switching element side of the device (column 4, lines 33+), but 
does not explicitly teach applying a sufficient voltage between the first and 
second electrodes to convert both first interface and second interface between a 
high resistance state and low resistance state. How ever, the limitation "applying 
a sufficient electrical voltage" is functional languages and the claimed invention 
is an apparatus (device) and making an apparatus (device). The apparatus and 
method of making must be distinguished from the prior art in term of structure 
and making rather than function. See part of MPEP § 2114 [R-1] that states: 
While features of an apparatus may be recited either structurally or functionally, 
claims directed to an apparatus must be distinguished from the prior art in terms 
of structure rather than function. In re Schreiber, 128 F.3d 1473, 1477-78, 44 
USPQ2d 1429,1431-32 (Fed. Cir. 1997) (The absence of a disclosure in a prior 
art reference relating to function did not defeat the Board's finding of anticipation 
of claimed apparatus because the limitations at issue were found to be inherent 
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in the prior art reference); see also In re Swinehart, 439 F.2d 210, 212-13, 169 
USPQ 226, 228-29 (CCPA 1971); In re Danly, 263 F.2d 844, 847, 120 USPQ 
528, 531 (CCPA 1959). "[AJpparatus claims cover what a device is, not what a 
device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 
1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990) (emphasis in original). 

Response to Arguments 

9. Applicant's arguments with respect to claims 1-16 have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

10. Applicant's amendment (and with new claims) necessitated the new 
ground(s) of rejection presented in this Office action. Accordingly, THIS ACTION 
IS MADE FINAL. See M PEP § 706.07(a). Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed 
within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .1 36(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to LONG K. TRAN whose telephone number is 
(571)272-1797. The examiner can normally be reached on Mon-Thu. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Steven H. Loke can be reached on 571-272-1657. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/Long K. Tran/ 

Primary Examiner, A.U. 2818 
August 21, 2008 



